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This is an appeal fromthe final rejection of clains

1 and 3 through 22. These clains constitute al

remai ning in the application.

of the clains

Appel l ant’ s invention pertains to a conputer
keyboard. An understanding of the invention can be derived
froma reading of exenplary clains 1, 8, 11, 14, 17, 20, and
22, copies of whi ch appear in the appendix to appellant’s

revised brief (Paper No. 13).

As evi dence of obvi ousness, the exam ner has applied

t he docunents |isted bel ow

Hagel stein et al. 3,093,911 Jun. 18,
1963

(Hagel st ei n)
MeCal | 4,378, 553 Mar. 29, 1983
Lahr 4,661, 005 Apr. 28, 1987
Rader 5,122,786 Jun. 16, 1992
Loui s 5,212,473 May 18, 1993
CGol dstein WD 92/ 00851 Jan. 23,
1992

(Publ i shed PCT Application)
G osel 65, 573 Feb. 20, 1969
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(CGermany)? (Leipzig)?
| BM Techni cal Di sclosure Bulletin, “KEYBOARD FOR HANDHELD

COWUTER,” Vol . 27, No. 10A, pages 5643 through 5645, March,
1985 (1 BM reference)

The follow ng rejections are before us for review

Claims 1 and 3 through 8 stand rejected under 35
US C 8§ 112, first paragraph, for the reason that the
specification, as originally filed, does not provide support
for the recitation that the keyboard may be operated

“i ndependent|y of supporting surfaces” (claim1l).

Clainms 20 and 21 stand rejected under 35 U.S.C. §

112, second paragraph, as being broad to the extent that they

2 Qur understanding of this docunent is derived froma
reading of a translation thereof prepared in the United States
Pat ent and Trademark O fice. A copy of the translation was
appended to the exam ner’s answer (Paper No. 14).

*We will refer to this reference as the Lei pzig docunent
for consistency with the usage by both the exam ner and
appel | ant .
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fail to particularly point out and distinctly claimany

structure.

Clains 1 and 20 stand rejected under 35 U S.C. §
102(b) as being anticipated by each of McCall, Lahr, Rader,

and ol dst ei n.

Cains 3 through 9, 11, 12, 14, 15, 17, 18, 21, and
22 stand rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over McCall, Lahr, Rader, and Goldstein in view

of the IBMreference and Lei pzig.

Clainms 10, 13, 16, and 19 stand rejected under
35 U.S.C. § 103 as bei ng unpatentable over MCall, Lahr,
Rader ,
and Goldstein in view of the IBMreference and Lei pzig, as
appl i ed i nmedi ately above, further in view of Louis and

Hagel st ei n.
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The full text of the examiner's rejections and
response to the argunment presented by appell ant appears in the
answer (Paper No. 14), while the conplete statenent of
appel l ant’ s argunent can be found in the revised brief (Paper

No. 13).4

OPI NI ON
In reaching our conclusion on the issues raised
in this appeal, this panel of the board has carefully con-

sidered appellant’s specification and clains,®> the applied

4 All subsequent references to the brief refer to the
revised brief. Additionally, we note appellant’s comentary
regarding the lack of a translation of the Leipzig reference
(brief, pages 14, 15, 18, and 19). A copy of the translation
of this reference was provi ded by the exam ner as an
attachnment to the answer (Paper No. 14). No reply brief was
subm tted by appell ant.

® Wiile certain clains include obvious informalities
there- in, we neverthel ess conprehend the netes and bounds
t hereof which enables us to address the content thereof
relative to the applied prior art. For exanple, we understand
claim 3 as including keys which serve an al phabetic function
and additionally a nuneric function. In claim7 (and
simlarly in claim17), we understand “Nuneric function” to
denote --Nunmeric, function--. 1In claim12, line 2; claim1l5,
line 2; and claim18, line 2, we understand “said al phabetica
keys” to correspond to the “al phabetic keys” earlier recited

(continued. . .)
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teachi ngs,® and the respective viewoints of appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The rejection under 35 U.S.C. § 112, first paragraph

W affirmthe rejection of clains 1 and 3 through 8.

This rejection, focusing upon the |ack of support in

the original disclosure for | anguage added to claim 1l (Paper

No. 3), clearly addresses the description requirenent of

35 U S.C 8§ 112, first paragraph.

5. ..continued)
in parent clainms 11, 14, and 17, respectively.

® I'n our evaluation of the applied teachings, we have
consi dered all of the disclosure of each teaching for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

6



Appeal No. 96-1904
Application 08/164, 854

The description requirenent is separate and distinct

fromthe enabl enent requirenment. That one skilled in the art

m ght realize fromreading a disclosure that sonething is
possible is not a sufficient indication to that person that
the sonething is part of an appellant's invention. See In re

Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 (CCPA 1977),

cert. denied, 434 U S. 1064 (1978). The test for determning
conpliance with the witten description requirenent is whether
the disclosure of the application as originally filed
reasonably conveys to the artisan that the inventor had
possession at that tinme of the |ater clainmed subject natter,
rat her than the presence or absence of literal support in the
specification for the clai mlanguage.

Further, the content of the drawi ngs may al so be considered in
determi ning conpliance with the witten description

requi renent.
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See Vas-Cath Inc. v. Mihurkar, 935 F.2d 1555, 1562-63, 19

UsP2d 1111, 1116 (Fed. Cr. 1991) and In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. G r. 1983).

Appel l ant’ s specification (page 2) indicates that an
enbodi nent of the invention

has pal mand wist restraints so that |eft

and right keyboards can be used w t hout

resting the keyboard on a flat surface

(lines 7 and 8).
At page 6 of the specification, a right hand rest 70 and a
| eft hand rest 74 are described. The spacing between the
upper and | ower halves 72, 73 of the rests may be adjusted

to hold the wist and pal mof the user

snugly so that right hand keyboard need not

rest on a hard surface (lines 14 and 15).
Page 6 further explains that

[r]ight hand and | eft hand keyboards wth

hand rests as described nay be used with

the operator’s hands and keyboards in her
pocket (lines 18 and 19).

Initially, we note that it is clear to us that the

reference to a “hard” or “flat” surface in the specification
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denotes a surface of a structural entity, i.e., a surface
other than a surface on the body of a user. Accordingly,
based upon

the underlying disclosure, it is apparent to this panel of the
board that an artisan woul d understand that, in use, the

di scl osed keyboard need not rest upon a flat or hard surface,
but may be used with the keyboard in a pocket, i.e., the
keyboard rests on the bottom of a pocket (neither a flat nor

hard surface).

In our opinion, an artisan would not fairly
appreciate fromthe overall original underlying disclosure any
inference at all that a user’s body al one (hand, wist, or
arm was, in fact, intended to be the sole support for the
appel l ant’ s keyboard in use. Thus, we believe it fair to say
that the recitation in claim1 that the right and | eft hand

keyboard nay be operated “independently of supporting
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surfaces” | acks descriptive support in the origina

di scl osure.”’

The argunent advanced by appellant (brief, pages 6
and 7) that the disclosure is clearly enabling sinply does not
convi nce us that the subject matter at issue in independent
claim1 and clains 3 through 8 dependent thereon is

descriptively supported by the original disclosure.

The rejection under 35 U.S.C. 8§ 112, second paragraph

We reverse the rejection of clains 20 and 21.

We certainly conprehend the exam ner’s perception of

these clains as being quite broad. However, the circunstance

that a claimis broad does not automatically render the claim

indefinite. See Inre Mller, 441 F.2d 689, 693, 169 USPQ

" W note that appellant understands (brief, page 10)
claim 1l as addressing keyboard segnents which nay be operated
“i ndependent|y of supporting surfaces,” as conpared to prior
art keyboards that require supporting surfaces (MCall, Lahr,
Rader, and Gol dstein).

10
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597, 600 (CCPA 1971). In the present case, we concl ude that
the content of clains 20 and 21 can be reasonably under st ood,
not- wi thstanding the breadth thereof. Since the netes and
bounds of

the clained subject matter are ascertai nable, the clains are

not indefinite.

The rejection under 35 U.S.C. 8§ 102(b)

We reverse the rejection of claiml1, but affirmthe

rejection of claim 20.

The segnent ed conputer keyboard of claim 1l requires,
inter alia, a left and right hand keyboard that nay be
operated “i ndependently of supporting surfaces.” Follow ng
our analysis of claim1, supra, this quoted recitation is
taken to nean that the operation of the keyboard is carried
out i ndependent of
supporting structural surfaces. |In other words, the |anguage
clearly infers operation of the keyboard while only being

supported by a user.

11
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A review of the applied teachings indicates to us
that, in particular, the noted limtation in claim1 is not
fairly readabl e thereon. MCall teaches a split keyboard
(Figure 1) supported in use on a stand S. The splittable
keyboard of Lahr (Figure 3) is supported in use upon a track
40. The left and right keypads of Rader (Figures 1 and 2) are
i ndicated to be supported in use on a desktop or on the
arnrests of a chair. Goldstein reveals a keyboard divided into
segnents that is
supported on a desk. These teachings sinply do not teach a
handhel d or user held conputer keyboard that is operated
“i ndependently of supporting surfaces,” as clained. Thus,
claim1 is not anticipated by these respective prior art

t eachi ngs.

We turn nowto claim?20. This claimbroadly recites
a keyboard having keys (at |east two keys) that serve a

mul tipl e purpose as “al phabetic keys” and “nuneric keys.”

12
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The broad | anguage of claim 20 is anticipated by
conventional keys of a typical keyboard, as represented by the
appl i ed references. For exanple, the conputer keyboard of
Rader (colum 1, line 7, through colum 2, line 29) has

conventi onal

keys, i.e., a nunber of keys, which serve a nultiple purpose
as al phabetic keys and nuneric keys. Thus, |ike appellant’s
mul ti pl e purpose keys, e.g., al phabetic key “P” for the

pur pose of denoting a “P’ and nuneric key “3 O for the

pur pose of denoting a “3,” typical keyboards such as that of
Rader (Figure 3) like- wi se include keys which serve a
mul ti pl e purpose, i.e., an al phabetic key “P” for the purpose

of denoting a “P’ and a nuneric key “3” for the purpose of

denoting a “3.” Accordingly, broad claim20 is appropriately

rejected under 35 U.S.C. § 102(b).

The argunent presented by appellant relative to
claim20 (brief, pages 10 and 11) is not convincing. Sinply

stated, it is apparent to us that appellant has not

13
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appreci ated the breadth of claim20 and the readability

t hereof upon the applied prior art.

The obvi ousness rejections

At the outset we note that an obvi ousness question
cannot be approached on the basis that an artisan having
ordi nary skill would have known only what they read in
ref erences, because such artisan nust be presuned to know
sonet hi ng about the art apart fromwhat the references

di scl ose. See In re Jacoby,

309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962). Further, a
concl usi on of obvi ousness may be nmade from comon know edge
and common sense of the person of ordinary skill in the art

wi t hout any specific hint or suggestion in a particul ar

reference. See In re Bozek, 416 F.2d 1385, 1390, 163 USPQ

545, 549 (CCPA 1969).

Wth the above in mnd, we understand fromthe

“BACKGROUND OF THE | NVENTI ON' section of appellant’s

14
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di scl osure that, at the tinme of the present invention,

conput er keyboards included a | arge nunber of additional keys
required to operate conputers, e.g., function keys, which,
according to appellant, have made conputer keyboards |arge and

bul ky. 8

The rejection of clains 3 through 9, 11, 12, 14, 15
17, 18, 21, and 22

We reverse the rejection of clains 3 through 7 under

35 U S.C § 103.

& W recogni ze that known conputer keyboards reflect the
| ongst andi ng practice of using a single key for nmulti-
functions or nmulti-purposes, which practice effects a smaller
keyboard size as conpared to the |arger keyboard size that
woul d be required if the keyboard had one separate key for
each specific function. For exanple, it is well known in the
art that rather than includ- ing separate keys for upper and
| oner case letters, a single key can represent both, with the
shift key selecting the caps letter formover the | ower case
letter form Further, it is well known to continuously swtch
the entire group of |lower case letters to the caps form by
including a caps lock key. Simlarly, the NunLock key can
conti nuously and alternatively switch the group of multi-
pur pose or nulti-function numeric/arrow and
nuneric/directional word function keys between their nuneric
function and their directional function. Thus, the practice
of joining functions into multi-function or multi-purpose keys
is seen to be |l ongstanding and well known to those having
ordinary skill in the keyboard art.

15
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These cl ains depend fromclaim1, drawn to a
segnented conputer keyboard, and thereby include the
recitation that the segnented keyboard may be operated
“i ndependently of supporting surfaces.” Qur review of the
appl i ed references indicates to us
that the applied prior art would not have been suggestive of
such a segnented conputer keyboard that operates

“i ndependently of supporting surfaces.”

W affirmthe rejection of clains 8, 9, 11, 12, 14,

15, 17, 18, and 21.

Prior to addressing the applied prior art, this
panel of the board notes that we have fully considered and

conprehend the content of each of these specified clains.

The respective patents to McCall, Lahr, Rader, and

Gol dstein are viewed as reflecting keyboards with typica

keys.

16
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For exanple, we focus upon the Rader teaching as
representative of a segnented conputer keyboard (Figure 1 and
Figure 2) that includes the conventional QAERTY arrangenent
with typical function keys, cursor control keys, etc. (colum

1, lines 7 through 23).°

From our perspective, the IBM and Lei pzig references
each clearly carry forward, in the conputer keyboard art, the
earlier nmentioned | ongstanding practice of relying upon
i ndi vi dual keys, each of which is nulti-purpose or nulti-

functi on.

In particular, the IBMreference addresses a
handhel d conputer keyboard that includes 12 keys (Figure 1),
i nclusive of 2 node sel ection keys, and a space-cursor bar
(Figure 3). Each of the keys, other than the node keys,

encode three functions or

°® The applied prior art is seen to be akin to the known
keyboar ds addressed by appellant in the “BACKGROUND OF THE
I NVENTI ON’ section of the specification as to typical keys and
functi ons.

17
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characters for each of the nodes in which the keyboard nay be

operated. One node sel ection key affords a choice between

upper

case and | ower case nodes for al phabetic characters, and the
ot her can select the edit/PF (programmabl e function) node or
speci al / nuneric character node. As seen in Figure 1, a single

key perforns al phabetic and numeric functions.

The Lei pzig reference teaches a keyboard with 13
keys, as shown in the sole figure, wherein a single key
perforns al phabetic and nuneric functions. Three tables
reveal how each of nine keys incorporates a |large nunber of

pur poses and functi ons.

18
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In applying the test for obviousness,!® we reach the
conclusion that it would have been obvious to one having
ordinary skill in the art, froma conbi ned assessnent of the
applied prior art, to nodify the keys of a typical conputer
keyboard, e.g., the
keyboard of Rader, by conbining the already known functions of
singl e keys, e.g., al phabet keys, with the known function of
ot her keys, e.g., arrow keys or function keys, to further
effect additional nulti-purpose or multi-function keys. From
our standpoint, the incentive on the part of one having
ordi nary
skill in the art for making this nodification would have
sinply been to gain the art-recogni zed and expected advant age
thereof, i.e., fewer keys on the keyboard, as clearly
di scl osed by either the IBMreference or Leipzig. For this

reason, we determne that the subject matter of each of clains

0 The test for obviousness is what the conbi ned teachings
of references woul d have suggested to one of ordinary skill in
the art. See In re Young, 927 F.2d 588, 591, 18 USPQ@2d 1089,
1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981).

19
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8, 9, 11, 12, 14, 15, 17, 18, and 21 is unpatentabl e under 35

UusS C § 103.

VWhile we fully appreciate appellant’s point of view
as to the patentability of the clains 8, 9, 11, 12, 14, 15,
17, 18, and 21 as expressed in the brief (pages 11 through
15), this
panel of the board is not persuaded thereby. W are aware of
appel | ant’ s assessnent of the respective teachings of the |BM
reference and Lei pzig as not exhibiting a standard arrangenent
of keys and nunbers. Notw thstandi ng appellant’s perception
of these latter teachings, the evidence as a whole clearly
i nforns
us that the content of appellant’s clainms would have been

suggested to one having ordinary skill in the art.

We reverse the rejection of claim22 under 35 U. S. C

§ 103.

20
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Akin to the subject matter of claim1, claim22
addresses a segnented conputer keyboard that “nay be operated

wi t hout resting the keyboard on a surface.”

As was the case with our determnation relative to
clains 1 and 3 through 7, supra, we conclude that the content
of claim22 is not taught and woul d not have been suggested by
the applied teachings. The evidence relied upon sinply does
not suggest a segnmented conputer keyboard that may be operated

wi t hout resting the keyboard on a surface.

The rejection of clains 10, 13, 16, and 19

W affirmthis rejection of appellant’s clains under

35 U S.C § 103.

These dependent clains set forth the additiona

feature of the generation of a tone to alert an operator when

any keys other than certain specified keys are operated.

21
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The exam ner applies the respective teachings of
Loui s and Hagel stein which reflect the use of audi ble sounds
and tones

rel ative to keyboard operation. In particular, Hagelstein

teaches the use of a sound (wong nusical note) when a wong
letter is typed. This latter disclosure is sonewhat akin to
the typical and common circunstance with known conputers
whereby a sound is generated indicating to an operator that an
action cannot be taken while another action is pending and

therefore required to be taken.

Consi dering the overall know edge and | evel of skil
in the art at the tine of appellant’s invention, it is
apparent to us that generating an appropriate tone in the
nodi fi ed keyboard as discussed in the affirnmed rejection of
claims 8, 9, 11, 12, 14, 15, 17, 18, and 21 woul d have been
obvi ous to one having ordinary skill in the conmputer keyboard
art. As we see it, the incentive on the part of one having

ordinary skill in the art for including the feature of tone

22
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generation woul d have sinply been to gain the expected and

known advantage of informng or alerting the operator.

As to the argunent advanced by appellant in the
matter of the rejection of clains 10, 13, 16, and 19, we do
not find ourselves persuaded thereby. Appellant’s focus upon
the specific teachings of each of Louis and Hagel stein fails

to take into

account what the entirety of their teachings together would
have

suggested to one having ordinary skill in the keyboard. Wth
t hat perspective, we have concluded that the subject natter of

clains 10, 13, 16, and 19 woul d have been obvi ous.

NEW GROUND OF REJECTI ON

Under the authority of 37 CFR 8§ 1.196(b), this pane

of the board introduces the foll ow ng new ground of rejection.

23
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Claim22 is rejected under 35 U.S.C. § 112, first
par agraph, as being based upon an underlying origina
di scl osure which | acks descriptive support for the invention

now cl ai ned.

For purposes of brevity, we sinply incorporate
herein, inits entirety, our earlier discussion, supra,
relating to the | ack of descriptive support for claiml (35

US C § 112, first paragraph).

A review of appellant’s original disclosure reveals
to this panel of the board a | ack of support therein for the
segnent ed conputer keyboard of claim 22 which requires, inter
alia, that it “may be operated without resting the keyboard on
a surface.” Accordingly, claim?22 is appropriately rejected

under 35 U.S.C. 8§ 112, first paragraph.

In summary, this panel of the board has:

24
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affirmed the rejection of clains 1 and 3 through 8

under 35 U.S.C. 8§ 112, first paragraph;

reversed the rejection of clains 20 and 21 under

35 U.S.C. 8§ 112, second paragraph;

reversed the rejection of claim1 under 35 U S. C
8§ 102(b) as being anticipated by each of MCall, Lahr,
Rader, and Gol dstein, but affirmed the rejection of claim?20

on the sane ground,

reversed the rejection of clainms 3 through 7 under
35 U.S.C. 8 103 as being unpatentable over MCall, Lahr,
Rader,
and Goldstein in view of the IBMreference and Lei pzi g,
affirnmed the rejection of clains 8, 9, 11, 12, 14, 15, 17, 18,

and 21 on

25
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the sane ground, and reversed the rejection of claim22 on the

sane ground; and

affirnmed the rejection of clainms 10, 13, 16, and 19
under 35 U. S.C. 8§ 103 as bei ng unpatentable over MCall, Lahr,
Rader, and Goldstein in view of the IBMreference, Leipzig,

Loui s, and Hagel st ei n.

Addi tionally, we have introduced a new rejection of

claim 22 pursuant to our authority under 37 CFR § 1.196(b).

The decision of the examner is affirned-in-part.

In addition to affirmng the examner’s rejection
of one or nore clainms, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice

63, 122
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(Cct. 21, 1997)). 37 CFR 8 1.196(b) provides that “[a] new
ground of rejection shall not be considered final for purposes

of judicial review”

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:
(b) Appellant may file a single request for

rehearing wwthin two nonths fromthe date
of the original decision.

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWDO MONTHS FROM THE DATE OF THE DECI S| ON, nust exer -

cise one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsi dered
by the exam ner, in which event the
application wll be remanded to the
exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record.

27
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Shoul d the appellant el ect to prosecute further
before the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1),
in order to preserve the right to seek review under 35 U. S C
88 141 or 145 with respect to the affirned rejection, the
effective date of the affirmance is deferred until conclusion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirnmed rejection is

over cone.

If the appellant elects prosecution before the
exam -ner and this does not result in allowance of the
appl i cation, abandonnment or a second appeal, this case should
be returned to the Board of Patent Appeals and Interferences
for final action on the affirned rejection, including any

tinmely request for rehearing thereof.

No tinme period for taking any subsequent action in
con-nection with this appeal nay be extended under 37 CFR §

1.136(a).
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AFFI RVED- | N- PART
37 CFR 8§ 1.196(b)

HARRI SON E. M:CANDLI SH
Seni or Adm ni strative Patent Judge
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